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Arrival of New Generic Top Level Domains

You may have heard that this spring brings
the arrival of new generic top level domains
(“gTLDs"). Currently, the most common
gTLDs include .com, .info, .net, and .org. But
soon there could be many more, such as
.bestbuy, .delta, .honda, .ibm, .maybelline,
.samsclub, and .weatherchannel, to name
just a few. You can find the full list of
proposed gTLDs that have already been
applied for by visiting http://newgtlds.icann.
org/en/program-status/application-results/
strings-1200utc-13jun12-en.

MARCH 13, 2013 IS THE
DEADLINE TO OBJECT TO ANY
GTLDS THAT INFRINGE YOUR
TRADEMARK RIGHTS

As an initial step, if there is a gTLD that you
believe infringes your trademark rights on
the list of gTLDs that have been applied

for, an objection to the new gTLD may be
filed with the World Intellectual Property
Organization. A panel of one or three
experts will consider factors similar to
those used in the traditional “likelihood of
confusion” trademark infringement analysis
to decide whether the applied-for gTLD will
infringe the objector’s trademark rights.

A hearing will be held only in exceptional
cases. The cost for an objection to one
applied-for gTLD, to be decided by a single
member panel, is $10,000, and $8,000 of that
can be refunded to the prevailing party.
This objection procedure does not preclude
available court options. Further discussion
of the objection procedure may be found
by visiting http://www.wipo.int/amc/en/
domains/Iro.

TRADEMARK CLEARINGHOUSE
GOES LIVE MARCH 26, 2013

The “Trademark Clearinghouse” was
established to offer a mechanism for
trademark holders to protect their rights and
to assuage their concerns that the creation
of new gTLDs would require rights holders
to object to any number of attempts by
others to register new gTLDs that include
and violate their marks. Rights holders may
—for a fee —validate with the Trademark
Clearinghouse their rights in registered
trademarks, court-validated common law
trademarks, and trademarks protected by
statute. The trademark holder can then
take advantage of various rights protection
measures, including the ability of the rights
holder (1) to register its mark as a domain
name on a new gTLD during the mandatory
“sunrise” registration period before the
general public registration period, and (2)
for 60 days following the sunrise period,
that the Trademark Clearinghouse inform

a prospective registrant of the trademark
rights of the owner in a validated mark. The
Trademark Clearinghouse will also inform a
trademark holder of an attempt to register
a domain name on a new gTLD thatis
identical to the trademark holder’s mark. The
current cost for registering a mark with the
Trademark Clearinghouse is $150/trademark
for one year, $435 for three years, and $725
for five years. For additional information

on the Trademark Clearinghouse, please
visit their website - http://trademark-
clearinghouse.com/.
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SUMMARY OF ACTION PLAN

= Review the list of applied for new gTLDs (http://newgtlds.icann.org/en/program-
status/application-results/strings-1200utc-13jun12-en) to ensure none infringe your
trademark rights and, if so, decide by the March 13, 2013 deadline, whether an
opposition to such new gTLD is necessary.

= Decide whether to register your trademark rights with the Trademark Clearinghouse,
especially if you want to utilize the sunrise registration period and claims services
provided under the rules governing registration of new gTLDs.

= Monitor approved new gTLDs for cybersquatting and trademark infringement.

This publication is a
summary of legal principles.
Nothing in this article
constitutes legal advice,
which can only be obtained
as a result of a personal
consultation with an
attorney. The information
published here is believed
accurate at the time of
publication, but is subject to
change and does not purport
to be a complete statement
of all relevant issues.
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