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As announced in our 9" edition issued in April of this year we have changed to a bi-annual distri-
bution of our IP-Newsletter, since we had excellent response from our members in sending us the
latest news from their respective jurisdictions. This will keep us more up to date with the current
developments regarding jurisdiction and law making.

| whish to thank again all authors who have contributed to the 10" edition of the Terralex IP-
Newsletter. Again, | encourage all of you to print copies and make them available to your col-
leagues and clients.

In our 10th edition you will find 28 Articles covering legal issues from 13 jurisdictions (plus 8 state
law jurisdictions in the US). We are proud to see that even after six months from our last edition
the volume of our newsletter remains as great as before. This confirms our believe that it was
good to publish the newsletter twice a year.

Take a quick glance through the contents: You will definitely find a number of highlights in many
areas, such as patent, in particular counterfeiting and Internet/domain matters.

Again, we already like to encourage you to begin submitting articles for our 117 edition which is

scheduled for April 2005.

| hope to see many of you at our AGM in Boston later this week!

Wolfgang Leip

TerraLex Intellectual Property Practice Group
Frankfurt am Main, October 2004



Public PAIR and Assignments on the Web Database
Systems: The Newest Tools to Monitor the Filing,
Prosecution, and Ownership of United States Patent
Applications

By Todd E. Garabedian, Ph. D.
Wiggin and Dana LLP — Hartford, Connecticut

The United States Patent and Trade-
mark Office recently implemented two elec-
tronic databases in an effort to make patent
records available to the public. These data-
bases should prove very useful to applicants
and patent practitioners in the coming years.

1. Public PAIR

In August, 2004, the U.S. Patent and
Trademark Office (USPTO) announced a new
electronic database as part of its effort to
make the patent examination process fully
transparent to the public. The new database,
known as the Public PAIR (Patent Application
and Information Retrieval) system, allows
anyone with Internet access to track the status
of a public patent application as it moves from
publication to final disposition. Public PAIR
allows the public to view, download, and print
an array of information including PDF files of
all the documents contained in approximately
500,000 patent application files not covered by
confidentiality laws. The types of documents
available for viewing include Office Actions,
Amendments, Information Disclosure State-
ments, Notices of Allowance, and similar
prosecution documents. New applications will
be continually added to the database, and at
least 300,000 new application files are ex-
pected to be added annually. The Public
PAIR database may be accessed on the inter-
net at
http://portal.uspto.gov/external/portal/pair.
Files may be searched by patent number,
publication number, or application number.

The new PAIR system replaces the
centuries-old system of paper records kept at
the U.S. Patent and Trademark Office. In
recent years, and due largely to the substan-
tial increase in filings, file retrieval of paper
copies at the USPTO was becoming trouble-
some. In many cases, files were lost and it
would take months to retrieve information from
a particular file, if the file could be located at
all. Additionally, the charge for this service

43

was costly, and could be as much as $1000
for larger files. However, with public PAIR, the
imaged file wrappers of published applications
are available online 18 months after they are
filed and are accessible to the public for free.

The Public PAIR system allows access
to information that companies and individuals
may find helpful in monitoring patent prosecu-
tion of competitors or partners, or making stra-
tegic decisions regarding patent protection
and the direction of research.

. Public disclosure of patent ap-
plication file documents will permit
others to more easily “design
around” a product for which patent
protection is sought by their com-
petitors, and may help guide inno-
vation into those areas not occu-
pied by competitors’ filings. In
general, the later in the patenting
process a competitor becomes
aware of a relevant patent in the
field, the more difficult and expen-
sive it becomes to design a non-
infringing product. With the Public
PAIR system, one can become
aware of a competitor's patent
claim scope much earlier (e.g., be-
fore grant), and begin the design
around process earlier and before
major capital investment has been
made.

The Public PAIR system will
publicly disclose the most current
version of the claims in a pub-
lished application, thereby allowing
a more accurate determination of
whether the claims may cover an
infringing activity of a competitor.
By using Public PAIR, the infringer
can be alerted to cease its infring-
ing activity well in advance of pat-
ent issuance and thus prevent the
applicant from recovering poten-
tially significant damages.



o Public PAIR can facilitate due
diligence activities and negotiation
of patent representations and war-
ranties as a prelude to patent li-
censing or other corporate trans-
actions. For example, by allowing
public access to the file history of
the patent assets, potential licen-
sees can more carefully determine
the scope of patent protection be-
ing offered.

The new Public PAIR system is an ex-
cellent complement to the European Patent
Office's (EPO) Online Public File Inspection
system which allows for viewing, downloading,
and printing of documents contained in the
published application files. The EPO Online
Public File Inspection system, which was im-
plemented in July 2003, now includes around
800,000 available files, including all files with a
filing date after January 1, 1998, and all files
with a notice of opposition received after Oc-
tober 15, 2001. The EPO Online Public File
Inspection system may be accessed on the
internet at
http://ofi.epoline.org/view/GetDossier?dosnum
=&lang=EN. Like the US system, files may be
searched by application or publication num-
ber, and files may be downloaded or printed
directly from the website.

The EPO system currently offers to the
public more files that the equivalent U.S. sys-
tem due to its earlier implementation. In addi-
tion, if a file is requested that is not yet stored
in electronic form in the EPO system, the fill
will be made available online within ten work-
ing days of entry of the application or publica-
tion number. Entering a valid application or
publication number is equivalent to requesting
a file inspection, and no separate written re-
quest is needed.

Together, the EPO’s Online Public File
Inspection and USPTQO’s Public PAIR allow for
monitoring of filing and prosecution of patents
in the United States and Europe, arguably the
two largest markets in the world.

2. Assignments on the Web

In December 2003, the USPTO im-
plemented its “Assignments on the Web Sys-
tem” that permits users to electronically ac-
cess assignment information recorded at the
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USPTO for patent application publications,
patent grants, trademark applications, and
trademark registrations. All patent assign-
ments recorded at the USPTO after August
1980 and all trademark assignments recorded
at the USPTO after 1955 can be accessed
through this system. The Assignments on the
Web system is very dynamic and will be up-
dated in real time, frequently within minutes
after a patent or trademark assignment is re-
corded and entered into the database. The
Assignments on the Web system may be ac-
cessed on the internet at
http://assignments.uspto.gov/assignments/?db

=pat.

Assignments on the Web System pro-
vides all publicly available information re-
corded at the USPTO related to each assign-
ment recordation. In addition, if multiple pat-
ent or trademark properties are associated
with a particular assignment recordation, the
system will show all data within that assign-
ment provided the information is open to pub-
lic inspection. Data from pending patents is
omitted in the display. Cross-references to
additional details associated with the assignor
and/or assignee names will also be available.

Assignments on the Web System can
be searched by indexed search fields related
to recorded assignment documents. Search-
able patent assignment fields include assignor
name, assignee name, patent number, publi-
cation number, and reel/frame number.
Searchable trademark assignment fields in-
clude assignor name, assignee name, appli-
cant name, serial number, registration num-
ber, registrant name, and reel/frame number.
The search results for both patents and
trademarks will show the reel/frame number,
property numbers, conveyance data, assignor
name, assignee name, correspondence ad-
dress, and recorded and execution dates

Like Public PAIR, the Assignments on
the Web system will be very useful in due dili-
gence activities as part of patent licensing or
other corporate transactions to verify owner-
ship of assets and track the chain of title.

Together, the Public PAIR and As-
signments on the Web systems will improve
efficiency of patent prosecution, research di-
rection, and corporate transactions involving
assets in the United States.



